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Features of intellectual property analysis
in Ukraine and abroad

Issues on the implementation of intellectual property analysis in Ukraine, as
well as a forensic expert participation in court hearing abroad were considered.
Intellectual property objects belong to a variety of types of art, science,
technology and crafts, effective consideration of cases related to protection
of intellectual property rights, for a complete and comprehensive study of the
subject of examination and providing an expert's concusion becomes possible
only in case of attracting specialists, who have special knowledge in a particular
field.

The article purpose is to define features of intellectual property analysis in
Ukraine and formal requirements for a forensic expert in Ukraine and foreign
states.

One of the priority directions of state policy is the protection of intellectual
property rights, as the development of this area stimulates innovation in all fields
by increasing the country's economy to a new level, and providing it a rightful
place at the international level. Also, an increase of scientific potential not only
promotes Ukraine's modernization in various fields of science and technology
but also increases its defense capability and national security.

Today there is a negative state of compliance with the legislation regulating
intellectual property issues, the number of violations of relevant rights is
increasing. The reason for such a state is the imperfection of the mechanism
of legal protection and protection of intellectual property rights in the field
of scientific activity, failure to resolve the issue regarding legal protection of
scientific advances, etc. In January 2020, the European Commission made
a publication of a report on protection and ensuring intellectual property rights
in third countries, according to which (despite all preventive measures) our
country was already on the list of countries, where there are serious systematic
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problems in the field of defense and protection of intellectual rights, causing
significant damage to the economic interests of the EU.

Forensic science plays a priority role in introducing advanced achievements
of science and technology and promotes the reliability of the proof system in the
case. In some cases, the appointment and conduct of a forensic examination are
not only necessary but also the only possible means of establishing the truth and
solving a litigation.

Keywords: forensic science, intellectual property, literary works, trademark,
forensic expert, court.

Formulation of Research Problem. One of the priorities of state policy
is the protection of intellectual property rights, as the development of this area
intensifies innovation in all areas, raises the country’s economy to a new level,
providing it with a worthy place at the international level. The growth of scientific
potential not only contributes to the modernization of Ukraine in various fields of
science and technology, but also strengthens its defense capabilities and national
security.

Today, there is a negative state of compliance with legislation governing
issues of intellectual property, increasing the number of violations of these
rights. The reason for this situation is the imperfection of the mechanism of legal
protection and protection of intellectual property rights in the sphere of scientific
activity, unresolved issue of legal protection of scientific discoveries, etc. In
January 2020, the European Commission published a report on the protection and
enforcement of intellectual property rights in third countries, according to which
despite all preventive measures, our country is once again among the countries
with serious systematic problems in the sphere of protection and enforcement of
intellectual property rights and cause significant damage to economic interests
of the EU.

Forensic examination plays a priority role in the implementation of advanced
achievements in science and technology and contributes to the reliability of the
evidence system in the case. In some cases, the appointment and conduct of
a forensic examination is not only necessary, but the only possible means of
finding out the truth and resolving the dispute.

Analysis of Recent Researches and Publications. Problematic issues
of forensic examination were studied by such scientists as P. P. Krainev,
O. M. Kliuiev, E. B. Simakova-Yefremian, V. L. Fedorenko, N. V. Kisil,
0. F. Doroshenko, O. P. Orliuk and others .

' E.g., Kpaiiues II. I1., KoBansoBa H. M., MensaukoB M. B. CynoBi ekcrieprusu
y coepi inTenexryansnoi BracHocti. 3a pex. I1. I1. Kpaitnea. Binnua. 2008. 376 p. ;
CromiTHIl NUIAX CygoBoi ekcrieptu3n B Ykpaini, 1918—2018 pp.: monorpad. ; aBT.-
yriaan. : O. M. Kmwoes, O. II. VYrposeupkuii, E. b. CimakoBa-€dpemsiH ; 3a pej.
O. M. Kimoesa. Xapkis, 2018. 335 p. ; OcHOBH cy/10BOi €KCIIEPTH3H: HABIAIBHHUI 1OCI0-
HUK 171 (haxiBIiB, SIKi MAIOTh HaMip OTPUMATH abo MiATBEPAUTH KBaJi(iKalliio Cy0BOro
ekcriepra ; aBT.-ykiuan. : JI. M. Tomosuenko, A. 1. Jlozosmii, E. b. CimaxoBa-€dpemsn
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The Article Purpose is to clarify the features of conduct of forensic
examination of intellectual property objects in Ukraine and the formal
requirements for a forensic expert in Ukraine and foreign countries.

Main Content Presentation. Peculiaritiecs of the content of rights to
intellectual property objects determine a certain specificity of the dispute
resolution procedure that arises in the process of creation and use of these
objects. An important component of such disputes is that they concern specialized
knowledge that requires special competence in various fields of science and
technology, arts and crafts. That is, such disputes are generally not resolved
without an application of specialized knowledge in the particular area and,
accordingly, require the involvement of forensic experts and conduct of forensic
examination and expert researches.

Legal, organizational, and financial bases of forensic activity are determined
by the Law of Ukraine: On Forensic Examination '.

Forensic examination of intellectual property is rather new type of a forensic
examination, which was established in Ukraine in 2001—2002 and is developing
to this day 2.

Prior to that, there was a certain practice of conducting examinations in this
area. According to P. P. Krainev, a well-known scientist in the field of forensic
examination of intellectual property, during the 1980’s and 1990’s district
people’s courts and investigative bodies appointed (as indicated in the relevant
procedural documents) economic, patent-economic, and technical examination.
The task of the examination was often to establish the fact of use of the plaintiffs’
inventions, to determine the amount of royalties for the use of inventions on the
copyright certificate, to calculate the economic effect of the use of inventions or
the introduction of innovation proposals *.

ta in. Xapkis, 2016. 928 p. ; ®enopenxo B. JI., Tumomuk JI. II. CynoBa excnieprusa 3
IIUTaHb IHTEJIEKTYaIbHOI BIIACHOCTI: TEHE3NC, TIOHATTS, KiIacupikamis Ta cucrema [Enek-
TpOHHUH pecypc]. Excnepm: napaduemu 10puOUYHUX HAYK | 0epIIcasHO20 YNPAGIiHHA.
2019. Ne 1(3). P. 11—52. DOLI: https://doi.org/10.32689/2617-9660-2019-3-1-11-52 (date
accessed: 12.03.2021) ; Kicure H. B. CyTHicTb 1 3MiCT Cy10BO-EKCIEPTHOI IisITBHOCTI
y ctepi iHTENEKTYaIbHOI BIIacHOCTI. Teopis ma npaxmuka cy006oi ekcnepmusu i Kpumi-
nanicmuxu : 30. Hayk. mp. Xapkis, 2015. Ne 15. P. 346—354 ; lopomenko O. @. I1po-
LecyanbHi paBa Ta 000B’SI3KH CYJOBOTO eKcriepTa. [lumanns inmenexmyanvHoi enac-
nocmi : 360. Hayk. np. HAIIB AIlpH Vkpainu 3a 2007 pix. Kuis, 2007. Ne 5. P. 4—25 ;
Opmok O. I1., lopomenko O. ®. [Ipo6iaeMHi MUTaHHS IPOBEACHHS CYI0BOI €KCIIEPTH3N
00’€eKTiB iHTeNeKTyanbHOI BacHOCTL. FOpuouunui paouux. 2006. Ne 3. P. 88—89.

! TIpo cynoBy ekcrieptusy : 3akoH Ykpainu Bix 25.02.1994 p. Ne 4038-XII. URL:
https://zakon.rada.gov.ua/laws/show/4038-12 (date accessed: 19.03.2021).

2 ®enopenko B. JI., Tumomuk JI. T1. CynoBa ekcrepTu3a 3 IHTaHb iHTEICKTYyallb-
HOI BJIACHOCTI: TCHE3UC, MOHATTA, Kiacudikamis ta cuctema. 2019. (date accessed:
12.03.2021).

3 Kpaiines I1. T1., KoBanmsoBa H. M., Menbrukos M. B. Cyznosi ekcrieprusu y cdepi
iHTenexryansHoi BiacHocti. 2008.
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In Ukraine, for the implementation of such forensic examination within the
structure of the Ministry of Justice there is a specialized Scientific-Research
Institute of Intellectual Property, as well as forensic experts of state specialized
institutions and forensic experts who are not employees of these institutions,
who carry out an expert activity on works of literature, arts, sciences, technology,
crafts.

The Ministry of Justice organizes expert ensuring of justice and researches
in the field of forensic science, in particular, in the field of intellectual property,
maintains the Register of methods of conduct of forensic examinations and
the State Register of certified forensic experts, promotes the Central Expert
Qualification Commission under the Ministry of Justice, the main functions
of which are the certification of specialists in order to assign (confirm) the
qualification of a forensic expert, in particular, in the field of intellectual property,
and consideration of disciplinary liability of forensic experts.

The purpose of specialized forensic institutions is to meet the needs of pre-
trial investigation bodies, court, other government agencies and provide public
services to legal entities and individuals to provide them with independent,
qualified and objective analysis, in particular on intellectual property issues.

The subject of forensic examination in the field of intellectual property
N. V. Kisil points the facts and circumstances of the case on the properties,
characteristics, patterns of creation and use of intellectual property, their
value, damages and economic transactions in respect of these objects, which
are important for pre-trial investigation or court proceedings and which are
determined by applying special knowledge in the manner prescribed by law .

L. Gula confirms that persons, that persons engaged in pre-trial investigation
or endowed with exclusive powers to administer justice, do not have special
knowledge in the field of intellectual property, and therefore can not and
should not objectively assess the evidence in terms of special knowledge. In
this case, there is a need to involve people with special knowledge and relevant
qualifications in this field %

Appointment and conduct examinations in the field of intellectual property is
carried out according to the rules, provided for any type of examinations. However,
depending on the content of the expert task, there may be some differences in the
content and structure of the expert conclusion. Today, the examination in the field
of intellectual property is included in the class of forensic examinations, within
which the following expert specializations are distinguished:

13.1.1 Researches related to literary, artistic, and other works;

13.1.2 Researches related to computer programs and data compilations
(databases);

! Kicine H. B. CyTHICTb i 3MiCT Cy/10BO-E€KCIIEPTHOI JisIbHOCTI y cdepi iHTENeKTY-
anpHOI BacHocTi. 2015. P. 346.

? T'yna JI. CynoBa ekcriepTi3a 00 €KTiB IHTEICKTYalIbHOI BIACHOCTI SIK OJIHE i3 JUKe-
pex oKa3iB y KpuMiHaJIBHOMY TpoBapkerHi. 2017. P. 255—260.
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13.2 Researches related to performances, phonograms, videograms,
programs (broadcasts) of broadcasting organizations;

13.3 Researches related to inventions and utility models;

13.4 Researches related to industrial designs;

13.5.1 Researches related to plant varieties;

13.6 Researches related to commercial (brand) names, trademarks (signs for
goods and services), geographical indications;

13.8 Researches related to trade secret (know-how) and innovation proposals;

13.9 Economic researches in the field of intellectual property .

During forensic examination in the field of intellectual property, the
circumstances to be proved are clarified, namely, the type and amount of
damages caused to the right holder of the intellectual property object, the volume
of reproduction of intellectual property objects, the method of their use, etc.
An important remark is that in the criminal process, determining the amount of
material damage and non-pecuniary damage caused by a criminal offense is the
basis for the mandatory involvement of an expert 2.

Thus, forensic examinations, related to copyright and related rights, are
appointed in the following cases: court decision on the violation of the rights of
the copyright owner; recognition of the use of work, etc. Forensic examination
solves the following tasks: determines the signs of originality and creative
nature, originality of the title of work, the fact of use of the work and the
method of its use.

Forensic examinations of means of individualization are appointed when
the court decides on the violation of the rights of the owner of a trademark,
commercial designation, brand name or person, an association of persons who
manufacture goods under a registered geographical indication. The main tasks
of forensic examination are to determine: the identity of different means of
individualization or similarity so that they can be confused; the possibility of
misleading the consumer about the product, service or person.

The protection of objects of intellectual property rights is carried out by
conducting forensic examinations and expert researches by certified forensic
experts. A forensic expert is the only subject of forensic examination. There are
formal requirements for the forensic expert in Ukraine, and they are extremely
strict. Given that intellectual property objects belong to various fields of art,
science, technology and crafts, effective consideration of cases related to the
protection of intellectual property rights for a full and comprehensive study of

' TIpo 3arBepkerHs ITonoxenHst npo I[eHTpaibHY eKcriepTHO-KBamidikauiiiHy
KoMmicito pu MinicTepceTBi focTurii YkpaiHu Ta aTecTalilo CyJOBHX EKCIIEPTIiB : HaKa3
Mir’rocty Ykpainu Bixg 03.03.2015 p. Ne 301/5. URL: https://zakon.rada.gov.ua/laws/
show/z0249-15 (date accessed: 20.03.2021).

? T'yna JI. CynoBa ekcriepTi3a 00 €KTiB IHTEICKTYalIbHOI BIACHOCTI SIK OJIHE i3 JUKe-
pex noka3iB y KpuMiHaIBHOMY IpoBapkeHHi. 2017. P. 255.
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the subject of examination and providing an expert conclusion is possible only in
the case of involving specialists who have special knowledge in a particular field.

According to O. F. Doroshenko, after the appointment of the examination
and its acceptance for conduct, a person with special knowledge acquires the
procedural status of a forensic expert, with all the rights, duties and responsibilities
arising from it. It should be understood that the main function of the forensic
expert is to provide a written conclusion on the basis of a study conducted with
the use of special knowledge of the objects submitted for examination !.

The expert conclusion in the field of intellectual property is an independent
source of evidence in various types of litigation. Forensic examinations in the
field of intellectual property are mainly appointed, resolving issues in such
categories of disputes as recognition of the right to intellectual property and
infringement of intellectual property rights.

The forensic expert is an independent subject of the process that has its own
scope of procedural rights and duties that distinguish him from other participants
in the process. The basic rights, duties, and requirements for a forensic expert
are enshrined in Section II of the Law On Forensic Examination. In addition,
Section VI Regulations on the Central Expert Qualification Commission under
the Ministry of Justice of Ukraine and certification of forensic experts provide
grounds for bringing a forensic expert to disciplinary responsibility.

Article 10 of the Law On Forensic Examination stipulates that forensic
experts of state specialized institutions may be specialists who have the
appropriate higher education, educational and qualification level not lower than
a specialist, have been trained and qualified as a forensic expert in a particular
specialization *.

Employees of specialized state expert institutions are required to carry
out only a few types of examinations, which belong to forensic and forensic
psychiatric. Such requirements do not apply to examination in the field of
intellectual property. As mentioned above, in order to engage in expert activities,
the expert must pass the appropriate certification procedure and pass a qualifying
exam. In addition, according to the legislation of Ukraine, the main principles
on which forensic activity is based are the independence of the forensic expert
from the court and pre-trial investigation bodies, the competence of the forensic
expert, the validity, objectivity and completeness of the expert study, the ability
to verify the results of research and appoint a re-examination, compliance with
the safety and rights of the expert during the study.

If we analyze the foreign experience of forensic activity, then in not all
countries the law clearly defines the criteria for the competence of the forensic
expert, which sometimes complicates the process of such activities. For example,

! Mopomenko O. @. Tpouecyasbhi npaBa ta 060B’si3ku cymoBoro excrepra. 2007.
P. 8.

2 Tpo cynoBy ekcrieptusy. URL: https://zakon.rada.gov.ua/laws/show/4038-12 (date
accessed: 19.03.2021).
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in the United States, the lack of formal requirements for an expert leads to
the representatives of the parties during the interrogation specifically asking
questions that confirm the competence of the expert or, conversely, raise doubts
about both the expert’s experience and the reliability of his research methods.
According to I. V. Reshetnikov, when a party is going to bring an expert to a court
hearing, he must provide the opposite party with an expert conclusion and add to
it all calculations, plans, etc.'.

In England, there is a specialized Intellectual Property Enterprise Court.
The Patent Act 1977 and the European Patent Convention define an intellectual
property expert as an art professional, in other words, as a qualified person. Most
of the evidence in patent disputes contains the conclusions of experts. In some
cases, the expert lacks his own experience, so he must refer to authoritative
sources, summarize the experience of others 2.

French civil procedure law provides that an expert examination may be
appointed in any situation where the judge does not have sufficient components
to rule on the case. That is why the examination is understood as the provision
of evidence and as assistance in making a decision, as an investigative action
carried out by a technical specialist, the need for which arose before or during
the trial, using techniques to assist the judge, but not eliminating it from solving
the problem °. Interestingly, the French experts are effective people involved
in the reconciliation of the parties, i.e., the expert is the mediator of the parties
with whom he meets, interrogates, listens and acquaints with the recordings; he
has a winning position to simplify the procedure for concluding an amicable
agreement.

Conclusions. In the light of judicial reform in Ukraine and the prospects
of establishing a High Court of Intellectual Property, forensic examination in
this area remains a necessary and often the only source of evidence in cases
of infringement of property and personal non-property rights of authors,
industrial property rights, since a forensic expert provides an objective and
well-founded conclusion an effective and well-founded conclusion that is or
will be the subject of legal proceedings. It is a certified forensic expert who is
responsible for the quality and objectivity of forensic examination in the field
of intellectual property in Ukraine. Certified forensic experts on intellectual
property are rare abroad. Relevant researches for courts are conducted by
experts, nominated by the court.

! PemernukoBa U. B. JlokasarensctBenHoe npaBo Anrmnu u CIIA. ExarepuHOypr.
1997. P. 34—41.

? England Paul.The role of experts in life sciences patent litigation [Electronic re-
source]. URL: https://www.taylorwessing.com/synapse/ip_patentlitigation.html (date ac-
cessed: 21.03.2021).

3 €pnokimenxo C. B., TTerposa I. A. OcoOnIMBOCTI BUKOPUCTAHHS CY0BOI KCIICPTH-
3M 3a 3aKOHOAABCTBaMHU Ykpainm ta @panmii. 2016. Ne 2 (73). P. 54—62.
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C. M. Haymenko, JI. B. 3onoma
Oco0HBOCTI CY10BOI eKCIIepTH3H
00’€KTIB iHTeJeKTYyaJIbLHOI BJIACHOCTI
B YKpaiHi Ta 32 KOpAOHOM
Posensinymo 30iticnenns excnepmusu 06 €kmie inmenekmyanbHoi 61acHocmi
6 Ypaiui, a maxooic yuacme excnepma 6 cy008omy 3AaciOanHi 3a KOPOOHOM.
06 ’ekmu iHmenekmyanibHoi 61ACHOCMI HAReHCAmMb 00 PI3HOMAHIMHUX 2aTy3ell
MUcmeymed, HayKu, MexHiku il pemecid, momy eqreKmueHicms po3ensioy cnpas,
NO8 A3AHUX [3 3AXUCTOM NPAG THMELEKMYAIbHOL 6IACHOCHI, 3A7edHCUMb IO 3a-
JIyuenHsl (haxieyie, siKi Maome CneyiaibHi 3HaAHHSA 6 NeGHIU 2any3l,— O/ NOBHO-
20 ma 6cebiuH020 OOCNIONCEHHs NpeoMema eKCnepmu3u 1 HAOaHHs 6UCHOBK)
excnepma. 3’s1c06ano ocoonusocmi npogedeHHs cy0osoi ekcnepmusu 00 €xmis
iHmenekmyanibHoi 1acHocmi 6 Yxpaini ma eusnaueno ghopmanvii umozau 00 cy-
006020 excnepma 6 Ykpaiui il iHO3eMHUX 0epiicasax.
Kniouosi cnosa: cyoosa excnepmusa, iHmeneKmyaibHa 61ACHICMb, Aimepa-
MYpPHI MEOPU, MOP2OBENbHA MAPKA, CYOO8ULL eKcnepnt, cyo.

C. M. Haymenko, J1. B. 3onomasn
Oco0eHHOCTH CYIe0HON IKCIePTH3bI 00bEKTOB
MHTEJUIEKTYAJIbHOI COOCTBEHHOCTH B YKpauHe U 3a py0e:kom

Paccmompenwvt sonpocel ocyujecmenenus dKCnepmusbl 00beKmos uHmen-
JeKmyanbHou cobcmeenHocmu 8 Ykpaume, a makace yiacmue dKCnepma 6 cy-
0ebrom 3acedanuu 3a pyoexcom. OObexkmbl UHMENIEeKMYaIbHOU COOCMBEHHOCMU
OMHOCAMCA K PAZIUUHLIM 0ONACMAM UCKYCCMSA, HAVKU, MEXHUKU U peMecid,
apexmusnoe paccmompenue 0el, CEA3AHHLIX C 3aWUMON NPas UHMENLEKNTy-
AnbHOU COOCMBEHHOCMU, 071 NOIHO20 U 6CECHOPOHHE20 UCCIe008aHUsL Npeo-
Mema dKChepmu3sl U 0auu 3aKA0UeHUs. IKCNEPMa B03MOICHO MONLKO 6 Cryuae
npusedeHus. CReyuarucmogs, 001a0aruWux CReYUalbHbIMU 3HAHUAMYU 68 Onpede-
JEHHOU obnacmu.

Lenvs cmamvu — @vLsACHUMb 0COOEHHOCIU OCYUeCmENeHUs: CYOeOHOU IKC-
nepmu3vl 00bLEKMO8 UHMENIEKMYalbHOU cobcmeennocmu 6 Yxpaune u ghop-
Manvbuble mpebosanus K cyoebHomy skcnepmy 8 Ykpaune u UHOCMPAHHBIX 20-
€cyoapcmeax.

OO0HO U3 NPUOPUMEMHBIX HANPABIEHUL 20CYOAPCMEEHHOU NOAUMUKY —
0XpaHa npag UHMeNIeKmyaIbHOU cOOCMBEHHOCIU, NOCKONLKY pazeumue 3mou
chepol axmusuzupyem UHHOBAYUU B0 6CeX OMPACIAX, NOOHUMAS HA HOBbIU YPO-
6eHb DKOHOMUKY CIMPAHbL U 0becnedusas el 00CMOUHOe MeCmo Ha MeNCOYHA-
poonom yposHe. B c6010 ouepeds nogvluienue Hayuno20 nOmeHyuald e moibko
Cnocobcmayem MooepHu3ayUuL Ykpaunvl 6 paznuiunsix chepax HayKu u mexHuxu,
HO u yKpenisem eé 060poOHOCHOCOOHOCHIb U HAYUOHANLHYIO Oe30NACHOCHIb.
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Cezo0nst nabnooaemces: ne2amugHoe COCMOosiHue cOONOOeHUsT 3aKOHOOd-
MenbCmea, Peyiupyroueco  6onpocsbl UHMENIEeKNYaIbHOl COOCMEEHHOCMU,
VBEeNUUUBAENC sl KOUYECMBO HAPYUWeHUll coomeemcemeylowux npas. IIpuyunoi
MAKO20 COCMOSIHUSL ABISLEMCSL HeCOBEPULEHCTNBO MEXAHUIMA NPABOBOU OXPAHbL
U 3aWumol npae UHMELLEKMYaIbHOU COOCMBEHHOCMU 6 chepe HAYUHOU Oesi-
MeNbHOCMU, HeYPe2yIUPOSAHHOCHb BONPOCA O NPABOGOL OXPAHE HAYUHBIX ONl-
kpoimuti u m. n. B sineape 2020 e. Eeponetickas komuccust onyoaukosaia omuém
0 3auume u obecnedeHuy npas UHMeNIeKmyaibHOU COOCMEEHHOCTU 8 MPEMbUX
CMpanax, co2iacHo Komopomy (HeCMOmpsl Ha 6ce npegeHmusHbie Mepvl) Ypa-
UHa 6 04epedHoll pa3 OKA3AACH CPEOU CIMPAH C CEPbESHLIMU CUCEMHBIMU NPO-
bnemamu 6 odonacmu OXpamvl U 3aWUmMsl NPas UHMEIEKMYalbHOl COOCMEEH-
HOCMU, HAHOCAUWUMU CYWecmBennbill yujepo skonomuveckum unmepecam EC.

Cyoebnas sxcnepmu3sa uepaen RPUOPUMemHyIo poib 80 HeOPeHUU Nepedo-
861X OOCMUIICEHUI HAYKU U MEXHUKU U CNOCODCMBYem HAOENCHOCHU CUCTEMbl
Jokazvieanusi no oeny. B nekomopuix ciyuasx nasnauenue u nposedenue cyoeo-
HOU 9KCNepmu3sbl He MONbKO HeoOX00UMO, HO U eOUHCTNBEHHO BO3MONCHO Ol
VCMAHOBLEHUs UCMUHBL U petleHlst CyOebHO20 cnopa.

Kniouegvie cnosa: cyoebnas skcnepmusd, UHMELIEKMyaibHas coOCmeeH-
HOCMb, JumepamypHvle npousge0eHus], mopaosas Mapkd, cyoeOHblil sKcnepm,
¢yo.
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